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DETAILED ACTION 

Response 

1 . The Applicant's comments filed in the response of 4/1/09 have been fully considered, but 
they are not convincing. The declaration and the arguments are discussed in more detail below. 

Claim Rejections - 35 USC § 112 

2. Claims 31, 32, 35 and 36 stand rejected under 35 U.S.C. 1 12, first paragraph, as failing to 
comply with the written description requirement. The claim(s) contains subject matter which 
was not described in the specification in such a way as to reasonably convey to one skilled in the 
relevant art that the inventor(s), at the time the application was filed, had possession of the 
claimed invention. The Examiner is unable to find in the instant specification the limitations of: 

"delivering a first electrical stimulus to an intralaminar nuclei of a brain of a mammal in 
need of treatment of a psychiatric disorder or psychiatric function; and delivering a 
second electrical stimulus to another area of the brain, wherein the another area of the 
brain is not the intralaminar nuclei;", 
these amendments made in the 1/19/07 and 5/27/08 responses by the Applicant. New matter 
may not be added at this point in the process. Appropriate correction is required. 

The Applicant's arguments filed 4/1/09 have been fully considered, but they are not 
convincing. 

The declaration under 37 CFR 1.132 filed 4/1/09 is insufficient to overcome the rejection 
of claims 31, 32, 35 and 36 based upon the addition of new matter under 35 U.S.C. 1 12 as set 
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forth in the last Office action because Dr. Rezai, the inventor of the instant invention, has noted 
that figure 4 shows the interconnections of the intralaminar nuclei and other part of the brain and 
Dr. Rezai has cited from paragraph 0072 of the instant specification that electrical stimulation 
can be applied to the patient's intralaminar nuclei or portions thereof, and the electrical 
stimulation can also extend to other regions of the brain. 

While it is true that figure 4 shows the interconnections of the intralaminar nuclei and 
other part of the brain, and is described in the instant specification at page 10, lines 27 and 28 as 
"involved with neural circuitry of psychiatric activity/ disorder", figure 2 also shows intralaminar 
nuclei and the interconnections of the of various brain structures and is described in the instant 
specification at page 10, lines 23 and 24 as "involved in the psychiatric circuitry". Further 
discussion of figures 2 and 4 are found in the instant specification beginning at page 23, line 18, 
and no where in this section or any other section can the Examiner find the limitation where the 
stimulation at the first site is specified to be the intralaminar nuclei, and the stimulation to the 
second site is specified to be an area of the brain that is not the intralaminar nuclei. 

While it is true, the instant specification states on page 22, starting at 16, "In addition to 
being applied to the patient intralaminar nuclei or portions thereof, the electrical stimulation can 
also extend to other regions of the brain", the other statements surrounding this line indicate that 
stimulation of the intralaminar nuclei and only the interlamina nuclei is desirable. On page 22 of 
the instant specification starting at line 8, various stimulation patterns are discussed including 
specifying the stimulation of one or more portions of the intalaminar nuclei and on page 22 of 
the instant specification starting at line 23, the Applicant teaches: "Preferably the electrical 
stimulation is applied only to the patient's intralaminar nuclei or portions thereof without 
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stimulation other regions of the brain." No where in this section or any other section of the 
instant specification can the Examiner find the limitation where the stimulation at the first site is 
specified to be the intralaminar nuclei, and the stimulation to the second site is specified to be an 
area of the brain that is not the intralaminar nuclei. 

The specification is not deemed to convey with reasonable clarity to those skilled in the 
art that, as of the filing date sought, the Applicant was in possession of the invention now 
claimed with limitation of "delivering a first electrical stimulus to an intralaminar nuclei of a 
brain of a mammal in need of treatment of a psychiatric disorder or psychiatric function; and 
delivering a second electrical stimulus to another area of the brain, wherein the another area of 
the brain is not the intralaminar nuclei;", hence the rejection stands based on the rejection of 
record and the discussion above. 



Claim Rejections - 35 USC § 102 

3. Claims 3 1, 32 35 and 36 stand rejected under 35 U.S.C. 102(e) as being anticipated by 

John (U.S. Patent No. 6,463,328). 

John discloses a method of neural stimulation in sites in the brain substantially the same 

as the instant invention to treat psychiatric disorder or a psychiatric function such as depression, 

schizophrenia, anxiety disorders, drug addiction and alcoholism, the method comprising: 
delivering a first electrical stimulus to the intralaminar nuclei of a brain, and 
delivering a second electrical stimulus to another area of the brain, wherein the another 

area of the brain is not the intralaminar nuclei, but rather the anterior limb of the internal capsule 
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(abstract; column 1, lines 12-24; column 6, lines 7-13; column 16, lines 45-48; column 22, lines 
18-24; column 26, lines 1-10, 36-47; column 27, lines 29-46). 

Relative to the internal capsule, the deep gray matter of the cerebrum is formed by 
centers of cell bodies called basal nuclei. The general term corpus striatum is used to describe 
the combination of these basal nuclei and the white matter that encapsulates the basal nuclei, the 
white matter known as the internal capsule. Basal nuclei are divided into a medial group and a 
lateral group. The lateral basal nuclei have a lens shaped nuclei, the lentiform nucleus, located 
on the anterior limb of the basal nuclei. John teaches stimulation of the globus pallidus internus 
(column 22, lines 22-23) recognized as the smaller more medial part of the lentiform nucleus, 
hence John is read to teach stimulation of a second site in the brain, the anterior limb of the 
internal capsule, that is not the intralaminar nuclei. 

As related to claims 35 and 36 , John discloses a diagnostic phase, where activity in an 
area of the brain is sensed, this search read to not be limited to the intralaminar nuclei of a brain 
(column 6, lines 13-31). 

The Applicant's arguments filed 4/1/09 have been fully considered, but they are not 
convincing. The Applicant appears to asserts that because the words in the John reference do not 
indicate that on site is the intralaminar nuclei and the other area of the brain is "not the 
intralaminar nuclei", John does not teach the instant invention. The Examiner has discussed in 
the rejection of record the anatomical names of the brain parts and their association and lack 
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thereof with the intralaminar nuclei, hence based on the discussion in the rejection of record, 
John is read to teach a first stimulation in the intralaminar nuclei and a second stimulation not in 
the intralaminar nuclei. 

The rejection stands based on the rejection of record and the discussion above. 

Specification 

4. The amendment filed 1/19/07 stands objected to under 35 U.S.C. 132(a) because it 
introduces new matter into the disclosure. 35 U.S.C. 132(a) states that no amendment shall 
introduce new matter into the disclosure of the invention. The added material which is not 
supported by the original disclosure is as follows: 

"delivering a first electrical stimulus to an intralaminar nuclei of a brain of a mammal in 
need of treatment of a psychiatric disorder or psychiatric function; and delivering a 
second electrical stimulus to another area of the brain, wherein the another area of the 
brain is not the intralaminar nuclei;. 
The Applicant is required to cancel the new matter in the reply to this Office Action. 

Statutory Basis 

5. The text of those sections of Title 35, U.S. Code not included in this action can be found 
in a prior Office action. 
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Conclusion 

THIS ACTION IS MADE FINAL. Applicant is reminded of the extension of time 
policy as set forth in 37 CFR 1.136(a). 

A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within TWO 
MONTHS of the mailing date of this final action and the advisory action is not mailed until after 
the end of the THREE-MONTH shortened statutory period, then the shortened statutory period 
will expire on the date the advisory action is mailed, and any extension fee pursuant to 37 
CFR 1.136(a) will be calculated from the mailing date of the advisory action. In no event, 
however, will the statutory period for reply expire later than SIX MONTHS from the mailing 
date of this final action. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Fran Oropcza whose telephone number is (571) 272-4953. 
Fran's schedule typically is Monday and Tuesday 9AM-7PM EST. If attempts to reach the 
examiner by telephone are unsuccessful, the examiner's supervisor, Carl. H. Layno can be 
reached on (571) 272-4949. Carl's schedule typically is Monday, Wednesday, Friday 9AM-5 
PM EST; Tuesday, Thursday 9AM-3PM and 9PM-1 1PM EST. The fax phone numbers for the 
organization where this application or proceeding is assigned is (571) 273-8300 for regular 
communication and for After Final communications. 

Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 
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applications is available through Private PAIR only. For more information about the PAIR 
system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). 



/Frances P. Oropeza/ 

Patent Examiner, Art Unit 3766 

July 15, 2009 



/Carl H. Layno/ 

Supervisory Patent Examiner, Art Unit 3766 



